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Art Unit: 1641 

DETAILED ACTION 
Election/Restrictions 

I. Applicant's election without traverse of claims 1-34, 36-37, 49, 85-90 in the reply filed 
on September 2, 2003 is acknowledged. 

1. Claims 35, 38-48, 50-84, 91-92 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to anonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on September 2, 2003. 

Response to Amendment 

2. Applicant's amendment of claims 1-34, 36-37, 49, 85-90 is acknowledged and has been 
entered. 

3. Claims 1-92 are currently pending. 

4. Claims 35, 38-48, 50-84, 91-92 are withdrawn. 

Claim Rejections - 35 USC § 112 

II. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 2, 18-31, 33, 46, 49, are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 2 recites the limitation "the same optical pickup" in the last line. There is 
insufficient antecedent basis for this limitation in the claim. It is also unclear whether the 
limitation that the investigational features and trackable attribute are readable by the same optical 
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pickup is to be interpreted that the feature and attribute are readable simultaneously, or if they 
can be read by the same device, or if they produce a single signal together. 

7. With respect to claims 18-24, it is unclear what physical characteristics of the 
investigational features would be necessary for the features to be detectable as an amplitude 
variation of an HF signal associated with the optical disc reader. The limitations as currently 
recited would appear to further limit the optical disc reader, which is not being claimed, and 
therefore would not give the limitations any patentable weight. 

8. With respect to claims 18-20, it is also unclear how the HF signal is associated with the 
optical disc reader. 

9. With respect to claims 25-31, 49, it is unclear which side of the optical disc would be the 
laser-distal side, and which side would be the laser-proximal side, since a laser is not being 
claimed, and therefore there would be no point of reference to determine the laser-proximal and 
laser-distal sides. Furthermore, the laser-proximal side and laser-distal side appear to be variable 
limitations that would depend on the position of the disc, and not on the disc itself, as the laser- 
proximal side and laser-distal side could easily be switched by flipping the disc over. Currently 
the claims are interpreted as the reflective surface and trackable attribute being on the same side 
of the substrate. 

10. With respect to claim 33, it is not entirely clear what is meant by the limitation that the 
holographic image is projected confocally to the investigational features, whether the image is 
observed on the investigational features, or if some other meaning is intended. Further 
clarification would be greatly appreciated. 
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1 1 . Claim 46 recites the limitation "the laser" in fourth line. There is insufficient antecedent 
basis for this limitation in the claim. This is also applicable to the recitation of u the laser" in 
claim 37, 

12. Claim 49 recites the limitation "the laser-distal side" in the last line. There is insufficient 
antecedent basis for this limitation in the claim. 

13. With respect to claim 49, the limitation that the investigational features are disposed upon 
the laser-distal side of the cover is ambiguous. It is unclear if the investigational features are 
located on the cover itself, or if they are merely located on the side facing the laser-distal side. If 
the investigational features are located on the cover itself, it is unclear how they can be located 
on both the cover and on the disc. 

Claim Rejections - 35 USC § 102 
III. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

14. Claims 1-3 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Fairchild et al 
[US 5,508,985]. 
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With respect to claim 1, Fairchild et al teach a writable compact disk with a wobble 
groove and prerecorded synchronization marks and address information, which are detected and 
processed to produce pseudo-sync signals (column 1, lines 51-65). 

1 5. With respect to claims 2-4, Fairchild et al teach that an FM signal is extracted from the 
wobble groove and converted into biphase data, and sync marks are detected in each block of the 
biphase data (column 1, lines 65 - column 2, line 25), 

16. With respect to claims 5-8, Fairchild et al teach that the sync marks and address 
information are extracted from the wobble groove formed in the compact disk (column 1, lines 
57-65). 

17. With respect to claims 9-17, the trackable attribute is a wobble groove (column 1, lines 
56-63). 

18. With respect to claims 18-20, a high frequency phase-lock loop is provided which 
responds to the extracted FM signal (column 2, lines 4-5). Furthermore, a time window signal is 
generated from the valid sync detect signal preceding a given block of information and the high 
frequency clock from the HF PLL (column 2, lines 12-18). 

19. With respect to claims 21-24, Fairchild et al teach that to determine where the ATIP data 
exists, it is necessary to detect a sync mark, and that each sync mark will be detected to indicate 
the beginning of the address information (column 4, lines 4-15). 

20. With respect to claims 25-27, Fairchild et al teach that an optical head would process 
light signals reflected from the disk or writes optical data onto the disk preferably in the middle 
of the wobbled groove (column 3, lines 30-35). 
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2 1 . With respect to claims 28-31, Fairchild et al teach that the sync marks and address 
information are extracted from the wobble groove formed in the compact disk (column 1, lines 
57-65). 

22. Claims 1-4, 6-9, 21, 25-31, 85-89 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Wang et al [US 5,922,617]. 

With respect to claim 1, Wang et al teach a circular disc having a plurality of concentric 
tracks with headers in the tracks providing distinctive light signals (attribute trackable), particles 
located at different sites in the tracks, wherein each particle is conjugated with a binding 
molecule (investigational features) (claim 1). The header may be formed from a material which 
has a different reflectivity from the surface of the solid substrate (column 10, lines 35-40). 

23. With respect to claims 2-4, Wang et al teach a means for transmitting said signals from 
said reader for detecting the presence of a label at a site, and means for receiving the focus signal 
from a focus detector and directing an optical moving means to move the optical means to 
maintain the optical means in focus at the sites (claim 1, step E). 

24. With respect to claims 6-9, Wang et al teach a circular disc having a plurality of 
concentric tracks with headers in the tracks providing distinctive light signals (attribute 
trackable), particles located at different sites in the tracks, wherein each particle is conjugated 
with a binding molecule (investigational features) (claim 1), 

25. With respect to claim 21, Wang et al teach that a signal for determining the presence of a 
label at a site, the signal indicating the binding of a bound member to a mobile member (claim 1, 
step E). 
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26. With respect to claim 25-3 1 , Wang et al teach that particles are located at different sites 
(investigational features) in said tracks with headers (trackable attribute) (claim 1), and therefore 
are on the same side. 

27. With respect to claims 85-89, Wang et al teach that the investigational features can be 
antibodies, ligands, enzymes, nucleic acids (column 3, lines 45-65), 

Claim Rejections - 35 USC § 103 

IV. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

28. Claims 32-34, 36-37, 49 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fairchild et al [US 5,508,985] in view of Horimai et al [US 5,917,798]. 

With respect to claims 32-34, Fairchild et al teach an optical disk with a reflective surface 
and a trackable attribute (wobble groove) as discussed above. Fairchild et al do not teach that the 
reflective surface projects a holographic image. 

Horimai et al, however, do teach an information recording layer that has been recorded 
by holography (column 4, lines 38-45), and that the holograms recorded are referred to as a 
stacks (column 2, lines 40-45). Horimai et al further teach the use of holography in order to cope 
with demands for super-high density of optical recording (column 1, lines 35-40). 
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Therefore it would have been obvious in the method of Fairchild et al for the reflective 
surface to project holographic images, as suggested by Horimai et al, in order to cope with 
demands for super-high density of optical recording. 

29. With respect to claims 36-37, 49, Horimai et al teach an objective lens (laser refracting 
cover) where light is condensed so as to impinge upon the optical information recording medium 
in such a manner to minimize the diameter of the recording reference light before reaching the 
interface between the holographic layer and the protective layer (column 18, lines 26-63, fig. 14). 
The holographic layer would therefore be located on the laser distal side of the objective lens. 

30. Claims 10-24 rejected under 35 U.S.C. 103(a) as being unpatentable over Wang et al [US 
5,922,617] in view of Fairchild et al [US 5,508,985]. 

With respect to claims 10-17, Wang et al teach circular disc having a plurality of 
concentric tracks with headers in the tracks providing distinctive light signal, and a focus control 
for controlling any wobble in the disk (column 15, lines 40-45). Wang et al do not teach a 
wobble groove. 

Fairchild et al, however, do teach a wobble groove and further teach that the groove 
provides a means for tracking on the disk while writing or reading data that is written in the 
groove (column 1, lines 20-30). 

Therefore it would have been obvious in the disk of Wang et al to include a wobble 
groove, as taught by Fairchild et al, in order to provide a means for tracking on the disk while 
writing or reading data that is written in the groove. 
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3 1 . With respect to claims 1 8-20, Fairchild et al teach a high frequency phase-lock loop is 
provided which responds to the extracted FM signal (column 2, lines 4-5). A time window signal 
is generated from the valid sync detect signal preceding a given block of information and the 
high frequency clock from the HF PLL (column 2, lines 12-18). Wang et al teach that the sites 
can be irradiated to produce a detectable light signal in the presence of a label (claim 1). 

32. With respect to claim 22-24, Wang et al teach that a signal for determining the presence 
of a label at a site, the signal indicating the binding of a bound member to a mobile member 
(claim 1, step E). 

33. Claims 32-33, 36-37, 49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wang et al [US 5,922,617] in view of Horimai et al [US 5,917,798]. 

With respect to claims 32-33, Wang et al teach an optical disk with a reflective surface 
and a trackable attribute as discussed above. Wang et al do not teach that the surface projects a 
holographic image. 

Horimai et al, however, do teach an information recording layer that has been recorded 
by holography (column 4, lines 38-45), and that the holograms recorded are referred to as a 
stacks (column 2, lines 40-45). Horimai et al further teach the use of holography in order to cope 
with demands for super-high density of optical recording (column 1, lines 35-40). 

Therefore it would have been obvious in the method of Wang et al for the reflective 
surface to project holographic images, as suggested by Horimai et al, in order to cope with 
demands for super-high density of optical recording. 

34. With respect to claims 36-37, 49, Horimai et al teach an objective lens (laser refracting 
cover) where light is condensed so as to impinge upon the optical information recording medium 



Application/Control Number: 09/3 11,329 Page 1 0 

Art Unit: 1641 

in such a manner to minimize the diameter of the recording reference light before reaching the 
interface between the holographic layer and the protective layer (column 18, lines 26-63, fig. 14). 
The holographic layer would therefore be located on the laser distal side of the objective lens. 

35. With respect to claim 90, Wang et al teach that the investigational features can be 
antibodies, ligands, enzymes, nucleic acids (column 3, lines 45-65). 

36. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wang et al [US 
5,922,617] in view of Horimai et al [US 5,917,798] as applied to claims 1, 32, 33 above, and 
further in view of Fairchild et al [US 5,508,985], 

With respect to claims 10-17, Wang et al teach circular disc having a plurality of 
concentric tracks with headers in the tracks providing distinctive light signal, and a focus control 
for controlling any wobble in the disk (column 15, lines 40-45). Horimai et al, however, do teach 
an information recording layer that has been recorded by holography (column 4, lines 38-45), 
and that the holograms recorded are referred to as a stacks (column 2, lines 40-45). Neither 
Wang et al or Horimai et al teach a wobble groove. 

Fairchild et al, however, do teach a wobble groove and further teach that the groove 
provides a means for tracking on the disk while writing or reading data that is written in the 
groove (column 1, lines 20-30). 

Therefore it would have been obvious in the disk of Wang et al and Horimai et al to 
include a wobble groove, as taught by Fairchild et al, in order to provide a means for tracking on 
the disk while writing or reading data that is written in the groove. 

Conclusion 
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V. No claims are allowed. 

37. The following references are also cited as art of interest: Park et al [US 6,391,625] teach 
a biochip comprising an optical biodisc with a reflecting layer, a wobble boundary, and a pattern 
of bound biomaterial formed on a predetermined region of the active layer, where the biomaterial 
is selected from peptides, proteins, antibodies, DNA, PNA, and enzymes. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nelson Yang whose telephone number is (571) 272-0826. The 
examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long V Le can be reached on (571)272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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